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DETAILED ACTION 

i 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1-2, 5-11, 19-20 and 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 56-065146. 

The patent document JP 56-065146 is not available as a machine translation and 
is awaiting full translation, at which time more claims may be rejected under 35 USC 
1 02(b). The inventors, in the abstract, teach an electrophotographic toner wherein the 
binder resin is composed of a mixture of a crystalline and a non-crystalline (amorphous) 
polyester. Herein, the inventors teach that the crystalline polyester has a melting point 
within the range of 1 10 to 220 C and a number average molecular weight of from 8000- 
40,000. The non-crystalline polyester is taught to have a glass transition temperature of 
greater than or equal to 40 C and a number average molecular weight of from 1000 to 
10,000. It is well known in the art that a number average molecular weight must be 
smaller than a weight average molecular weight, except in the ideal and unlikely case 
where they are the same. Therefore the weight average molecular weight is at least the 
same as the number average molecular weight. Also, since the melting point ranges 
are very closely similar, the amount of heat absorbed at the melting point is in 
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approximately the same range as recited by the applicant. Furthermore, the inventors 
list that the binder contain between 50 to 95 parts by weight non-crystalline polyester 
and between 5 and 50 parts by weight crystalline polyester. Since the polyester resins 
have melting points and glass transition temperatures within the same ranges as those 
disclosed by the applicant, they should also inherently have the same recrystallization 
initiating temperatures and recrystallization peak temperatures. Since the polymers 
have similar properties they should have similar dispersabilities and thus similar 
recrystallization initiating and peak temperatures. 

Regarding pending claims 7-9 of the present application, the MPEP states that, 
"Language that suggests or makes optional but does not require steps to be performed 
or does not limit a claim to a particular structure does not limit the scope of a claim or 
claim limitation." Examples of this include statements of intended use and use of the 
terms wherein or whereby (MPEP 2106 R-5). Furthermore, the MPEP also states that 

i 

claim scope is not limited by claim language that suggests or makes optional but does 
not require steps to be performed (MPEP 21 1 1 .04 R-3). Therefore, pending claims 7-9, 
which use the optional phrase "when" do not represent limitations to the claims and are 
therefore rejected. 



Claim Rejections - 35 USC § 103 



1 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 4, 10-11, 14-19, 22-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 56-065146 in view of Sato et a/. (US PGP 2004/0185355). 

The complete discussion of JP 56-065146 (henceforth JP '146) is included here. 
Pending a translation, it is unclear whether JP '146 teach that the composition of their 
polyester resins are the same as those disclosed in pending claims 12-18. 
Furthermore, it is also unclear whether or not JP '146 teach a haze value for their toner. 
These deficiencies may be remedied by the text of the specification of JP '146 after 
reviewing a translation. 

Sato et al. (henceforth Sato) teach a toner composition consisting of an H form 
polyester, an L form polyester, and a crystalline polyester (p. 1 [0011]). According to a 
third aspect of the invention, Sato teaches the use of an amorphous polyester resin with 
a crystalline resin (p. 2 [0012]). Sato further teaches that the polyester resins may also 
be polyester/polyamide resins, or polyamide resins (p. 2 [0019]). The polyester resins 
are taught to be made from monomers listed as ethylene glycol, neopentyl glycol, 1 , 4 
butanediol, and terephthalic acid (p. 2 [0022] and [0027]). Specifically preferred 
monomers are taught to be ethylene glycol and terephthalic acid (p. 2 [0023] and 
[0028], respectively). The crystalline polyester resin is also taught to be made from the 
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same monomers, namely terephthalic acid (p. 4 [0043]), ethylene glycol, 1,4-butanediol, 
and neopentyl glycol (p. 4 [0044]). The aforementioned H form polymer is taught to be 
a higher molecular weight resin with a number average molecular weight ranging from 
4000 to 20,000 and the L form polymer is taught to be a low molecular weight resin 
having a number average molecular weight of from 5000 to 10,000 (p. 4 [0049]). Thus, 
the inventors teach a non-crystalline polyester with a weight average moleuclare weight 
between 3,000 and 20,000 and, since number average molecular weight must be 
smaller than weight average molecular weight, a non-crystalline polyester having a 
weight average molecular weight between 20,000 and 300,000. The ratio of H form:L 
form is taught to be from 2-5:5-8 and the crystalline polyester is said to be confined 
within the range of 1 to 30 parts by weight based on 100 parts by weight of the mixture 
of H form and L form polyester resin (p. 4-5 [0052-53]). The toner may also contain a 
wax (p. 6 [0064]). Sato also teaches a haze value for the toners and lists said haze 
values in tables 1-2. The haze values for many toners are high and are not listed as a 
percent. Sato also describes the haze value measurement as being performed by a 
direct-reading type haze computer. Therefore, the examiner maintains that the haze 
values disclosed by Sato are the same as those disclosed by the applicant in pending 
claim 4. Sato also teaches that the mixing of these resins results in a toner with a 
longer shelf life, better environmental stability, improved low temperature fixability and 
hot offset resistance, and an improvement in the electrification degree of the resin (p. 4 
[0052]). 
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Therefore, in light of these two inventions, it would have been obvious to any 

* 

person of ordinary skill in the art at the time of the invention to have constructed the 
toner of JP 56-065146 with high melting points resins that were made using the resins 
of Sato et al. This would have resulted in a toner with a longer shelf life, better 

* 

environmental stability, improved low temperature fixability and hot offset resistance, 
and an improvement in the electrification degree. Therefore, the toner of JP '146 would 
have been greatly improved by the use of the resins Sato. 

Claims 1, 12-13, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 56-065146 in view of Emura et al. (US PGP 2003/0008225). 

The complete discussion of JP 56-065146 (henceforth JP '146) is included 
here. Pending a translation, it is unclear whether JP '146 teach that the composition of 
their polyester resins are the same as those disclosed in pending claims 12-18. 
Furthermore, it is also unclear whether or not JP '146 teach a haze value for their toner. 
These deficiencies may be remedied by the text of the specification of JP '146 after 
reviewing a translation. 

Emura et al. teach a toner comprised of a binder resin and a colorant. Said 
binder resin is comprised of two polyesters, one linear and one crosslinked. 
Furthermore, said polesters are taught to be recycled polyethylene terephthalate and/or 
polybutylene terephthalate (p. 6 [0066] and p. 8 [0090]). Said resins are also taught to 
have a acid number for from 0 to 70 KOH mg/g (p. 8 [0090]). Emura et al. stress the 
importance of using these polymers since they are easily available as recycled resins. 
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The use of these resins results in a reduction of energy expenditure and in a 
conservation of resources. 

Therefore, in light of these two inventions, it would have been obvious to any 
person of ordinary skill in the art at the time of the invention to have used the resins of 
Emura et al. as the high melting point polyesters in the toner of JP 56-065146. This 
would have reduced the need to make more resins and would have conserved 

i 

resources and energy and thus resulted in a cheaper production that was also 
environmentally friendly. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Tanaka et al (US 4797340), Tanka et al. (US 4385107), 
Tavernier et al (US PGP 2003/01860645). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter L. Vajda whose telephone number is 571-272- 
7150. The examiner can normally be reached on 7:30AM-4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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